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OFFICE ACTION SUMMARY 



□ Responsive to communication(s) filed on : 

□ This action Is FINAL 

□ Since this application is In condition for allowance except for formal matters, prosecution as to the merits Is closed in 
accordance with the practice under Ex parte Ouayfe, 1935 D.C. 11 ; 453 O.G. 213. 

A shortened statutory period for response to this action Is set to expire _ month (s), ft thirty dntjici 

whichever is longer, from the mailing date of this communication. Failure to respond within the period for response will cause 
the application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 37 CFR 
1.136(a). 



Disposition of Claims 

jS( Clalmfs) ^ \)( 



__ •/are pending in the application. 

Of the above, claim (sj is/are withdrawn from consideration. 

□ Claim(s) \ is/are allowed. 

"Sj Clalmfs) \ — | y ( fe/are rejected. 

□ Claim (s) Is/are objected to. 

O Claim (s) are subject to restriction or election requirement. 

Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on ' is □ approved □ disapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 
[D received. 

□ received in Application No. (Series Code/Serial Number) . 



□ received in this national stage application from the International Bureau (PCT Rule 1 7.2(a)). 
*Certified copies not received: ^_ 



^ Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e). 
Attach ment(s) 

^ Notice of Reference Cited, PTO-892 

O Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-4 13 

Q Notice of Draftperson's Patent Drawing Review, PTO-948 
Q Notice of Informal Patent Application, PTO-1 52 

-SEE OFFICE ACTION ON THE FOLLOWING PAGES- 

PTOL-32S (R»v. ' " ~ \ 
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DETAILED ACTION 

Claims 1-18 are pending in the application. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 

112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-18 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim 
the subject matter which applicant regards as the invention. 

The use of "can be" in claims 1,9, 10 and 18 is indefinite because 
it implies additional unrecited substituents. In claim 1 , an "and" is 
needed before "piperidin-l-yl" (page 44, line 5). 

Claims 6 and 1 4 lack antecedent basis from claim 1 since a R 
variable is not present in claim 1. In claim 7, it would appear that 
something is missing from the phrase "wherein is an alkyl". Claims |1- 17 
are indefinite. The claims from which these method of use claims (claims 
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11-17) depend from are compound claims. Therefore, having the phrase 
"The method of claim 8", for example (see claim 11), makes the claims 
unclear since claim 8 is a compound claim. Claim 15 lacks antecedent 
basis from claim 8 (claim 1 5 depends from claim 1 1 which depends from 
claim 8). 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made 
in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in the 
United States. 

Claims 1-9 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Littman et al. {CA 61:7408b, 1964} and Washabaugh et 
al. {Biochemistry (1988), 27(14), pages 5044-5053}. 

Each of Littman et al. and Washabaugh et al. disclose products 
embraced by the instant claims. Littman et al. disclose 3-(cyanomethyl)- 
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5-(2-hydroxyethyl)-4-methyl-thiazolium chloride {CA Registry Number 
2726-78-5}. Washabaugh et al. disclose 3-(cyanomethyl)-4- 
methylthiazolium chloride {page 5046, first column, compound (13) - 
CA Registry Number 1 14996-80-4}. Therefore, the instant claims are 
anticipated. 



Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to 
Laura L. Stockton whose telephone number is (703) 308-1875. The 
examiner can normally be reached on Monday-Friday from 6:00 am to 
2:30 pm. If the examiner is out of the Office, the examiner's supervisor, 
Joseph McKane, can be reached on (703) 308-4537. 

Any inquiry of a general nature or relating to the status of this 
application should be directed to the Group receptionist whose telephone 
number is (703) 308-1235, 308-0196 or 305-3290. 

The fax phone numbers for the organization where this application 
or proceeding is assigned are (703) 308-4556, 308-4242, 305-1935 or 
308-2742. 

Laura L. Stockton, Ph.D. 
Patent Examiner 
Art Unit 1626, Group 1620 
Technology Center 1 600 




March 15, 2002 



